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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)|EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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4) E3 Claim(s) 1^6 is/are pending in the application. 
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5) Q Claim(s) is/are allowed. 

6) [3 Claim(s) 1^6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)KI The drawing(s) filed on 15 March 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-6 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. Claim 1 recites "the outer 
machine part and the external circumferential surface of the inner machine part are fastened one 
over the other by means of compression connection, . . However, it is unclear what is meant by 
"compression connection". The specification does not describe what this assembly process 
encompasses. In addition, there are no figures that show how the outer machine part is actually 
assembled to the inner machine part. What is shown in the figures is the final product. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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4. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Small 
(US1441459). 



Small teaches a subassembly comprised of at least two machine parts including: an 
outer machine 8 part having an internal circumferential surface and a cooperating inner machine 
part lb having an external circumferential surface wherein the internal circumferential surface, 
of the outer machine part 8 and the external circumferential surface of the inner machine part lb 
are fastened one over the other by means of compression connection (figure 5), the outer 8 and 
inner lb machine parts being so positioned along an axis with respect to each other that they 
overlap and the dimensions of the inner lb and outer 8 machine parts and respective materials 
thereof are selected such that the outer machine part 8 is deformed into the plastic range of 
material strained (see figure 5). 

Regarding the limitations of claim 4 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 
the compression connection for elastic deformation of the outer machine part, note that: 

"[E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 'When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
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squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E.D.N. Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art.). 



5. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Harvey 
(US 1839964). 



Harvey teaches a subassembly comprised of at least two machine parts including: an 
outer machine 5 part having an internal circumferential surface and a cooperating inner machine 
part 2 having an external circumferential surface wherein the internal circumferential surface, of 
the outer machine part 5 and the external circumferential surface of the inner machine part 2 are 
fastened one over the other by means of compression connection (figure 5), the outer 5 and inner 
2 machine parts being so positioned along an axis with respect to each other that they overlap 
and the dimensions of the inner 2 and outer 5 machine parts and respective materials thereof are 
selected such that the outer machine part 5 is deformed into the plastic range of material strained 
(see figure 5). 



Regarding the limitations of claim 4 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 
the compression connection for elastic deformation of the outer machine part, note that: 

M [E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
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metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product, in re Best, 562 F.2d at 1255, 
195 USPQ at 433. See also Titanium Metais Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art ). 



6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Franke 
(US6267712). 



Franke teaches a subassembly comprised of at least two machine parts including: 
an outer machine 4 part having an internal circumferential surface and a cooperating inner 
machine part 5 having an external circumferential surface wherein the internal circumferential 
surface, of the outer machine part 4 and the external circumferential surface of the inner machine 
part 5 are fastened one over the other, the outer 4 and inner 5 machine parts being so positioned 
along an axis with respect to each other that they overlap. Note the tensioning roller 3 and rolling 
bearing 6. 

Regarding the limitations "parts are fastened one over the other by means of compression 
connection", "deformed into the plastic range of material strained" and the limitations of claims 
3-4 pertaining to the contraction of the inner machine part corresponding to the level of 
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contraction of the outer machine part at maximum overlap of the compression connection for 
elastic deformation of the outer machine part, the patentability of product does not depend on its 
method of production. In re Thorpe, 111 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985) 
(citing In re Pilkington, 41 1 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969)). If a product in 
a product-by-process claim is the same as or obvious from a product in the prior art, the claim is 
unpatentable even though the prior product is made by a different process. Id. citing In re 
MarosU 710 F.2d 799, 803, 218 USPQ 289, 292-93 (Fed. Cir. 1983); Johnson & Johnson v. W.L 
Gore, 436 F. Supp. 704, 726, 195 USPQ 487, 506 (D. Del. 1977); see also In re Fessmann, 489 
F.2d 742, 744, 180 USPQ 324, 326 (CCPA 1974). 
In addition: 



Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established, in re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not" In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1 990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1 255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 7 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art.). 
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The instant invention is not directed to a method of making the subassembly, but to the 
subassembly itself which is a product. The final product is structurally the same as Franke. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 2, 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Harvey 
in view of Franke (US6267712). 

Although Harvey teaches that the inner and outer machine parts are used for bearings, 
Harvey does not specifically teach that the outer machine part comprises a tensioning roller and 
the inner machine part comprises a raceway ring of a rolling bearing. 

Franke teaches an outer machine part 4 that comprises a tensioning roller 3 and an inner 
machine part 5 that comprises a raceway ring of a rolling bearing 6. 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention, to have providing the bearing of Harvey with a tensioning roller and rolling bearing, 
in light of the teachings of Franke, in order to provide a pressure roller that could be used for 
textile machines. 
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Regarding claim 5, the particular dimensions of the raceway ring and running disk is 
considered to be an obvious matter of design to a person of ordinary skill in the art, at the time of 
the invention, depending upon the desired strength characteristics and side that the pressure roller 
needs to be. In addition, official notice is taken that the claimed sizes are well known to a person 
of ordinary skill in the art when creating bearings. 

Regarding the limitations of claim 3 pertaining to the contraction of the inner machine 
part corresponding to the level of contraction of the outer machine part at maximum overlap of 

the compression connection for elastic deformation of the outer machine part, note that: 

"[E]ven though product-by-process claims are limited by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985) (citations omitted) (Claim was directed to a novolac color developer. The process of making the developer was 
allowed. The difference between the inventive process and the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more expensive pre-reacted metal carboxylate. The product-by- 
process claim was rejected because the end product, in both the prior art and the allowed process, ends up containing 
metal carboxylate. The fact that the metal carboxylate is not directly added, but is instead produced in-situ does not 
change the end product.). 

Where the claimed and prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the same, the 
applicant has the burden of showing that they are not." In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best, 562 F.2d at 1255, 
195 USPQ at 433. See also Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985) 
(Claims were directed to a titanium alloy containing 0.2-0.4% Mo and 0.6-0.9% Ni having corrosion resistance. 
A Russian article disclosed a titanium alloy containing 0.25% Mo and 0.75% Ni but was silent as to corrosion 
resistance. The Federal Circuit held that the claim was anticipated because the percentages of Mo and Ni were 
squarely within the claimed ranges. The court went on to say that it was immaterial what properties the alloys 
had or who discovered the properties because the composition is the same and thus must necessarily exhibit 
the properties.). 

See also In re Ludtke, 441 F.2d 660, 169 USPQ 563 (CCPA 1971) (Claim 1 was directed to a parachute canopy 
having concentric circumferential panels radially separated from each other by radially extending tie lines. The 
panels were separated "such that the critical velocity of each successively larger panel will be less than the 
critical velocity of the previous panel, whereby said parachute will sequentially open and thus gradually 
decelerate." The court found that the claim was anticipated by Menget. Menget taught a parachute having three 
circumferential panels separated by tie lines. The court upheld the rejection finding that applicant had failed to 
show that Menget did not possess the functional characteristics of the claims.); Northam Warren Corp. v. D. F. 
Newfield Co., 1 F. Supp. 773, 22 USPQ 313 (E.D.N.Y. 1934) (A patent to a pencil for cleaning fingernails was 
held invalid because a pencil of the same structure for writing was found in the prior art ). 



9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over either one of 
Small or Harvey. 
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Regarding claim 6, the particular dimensions of the raceway ring and running disk is 
considered to be an obvious matter of design to a person of ordinary skill in the art, at the time of 
the invention, depending upon the desired strength characteristics and side that the pressure roller 
needs to be. In addition, official notice is taken that the claimed sizes are well known to a person 
of ordinary skill in the art when creating bearings. 

10. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Franke. 
Regarding claims 5 and 6, the particular dimensions of the raceway ring and running disk 

is considered to be an obvious matter of design to a person of ordinary skill in the art, at the time 
of the invention, depending upon the desired strength characteristics and side that the pressure 
roller needs to be. In addition, official notice is taken that the claimed sizes are well known to a 
person of ordinary skill in the art when creating bearings. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is (571) 272-4530. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571) 272-4526. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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